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BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of U.S. Trademark Application Serial No.: 85/890,960
Published in theOfficial Gazetteon November 05, 2013

Mark: 509

LEVI STRAUSS & CO,, )
Opposer, )

) OPPOSITION NO. 91213841
v )
509, INC., )
)
Applicant. )

509, INC.'S RESPONSE TO TTAB ORDER

TO: United States Patent and Trademark Office

Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Pursuant to TTAB Order, entered February 2@14, Applicant 509, Inc. states that due to
clerical error it inadvertently did not file the attawhnt referenced in its motion, namely, the Complaint

in the related civil action. Please find attached a copy of the complaint as filed in the United States

District Court of the Northern District of California, lrevi Strauss v509, Inc.,Case No. C 13-05670

JSC (N.D. Cal.)
Respectfully submitted,
K&L GATES LLP
Dated: February 24, 2014 By: /J. Michael Keyes/

J. Michael Keyes

618 W. Riverside Avenue, Suite 300
Spokane, WA 99201

Tel: 509.624.2100

Fax: 509.456.0146

Attorneys for Applicant
509, Inc.



CERTIFICATE OF MAILING

| hereby certify that a trueopy of the foregoin®09, INC.’S Response to TTAB Order is
being deposited with the United States PostaliSemith sufficient postage as first class mail in

an envelope addressed to

Ryan Bricker

Kilpatrick Townsend & Stockton LLP
Two Embarcadero Center, 8th floor
San Francisco, CA 94111

on February 24, 2014.

Lari M. Hollabaugh/
CariM. HollabaughParalegal
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KILPATRICK TOWNSEND AND STOCKTON LLP

GREGORY S. GILCHRIST (Bar # 111536)

GIA L. CINCONE (Bar # 141668)

RYAN BRICKER (Bar # 269100)

Two Embarcadero Center, 8th Floor

San Francisco, California 94111

Telephone: (415) 576-0200

Facsimile: (415) 576-0300

Email: ggilchrist@kilpatricktownsendm, gcincone@kilpatricktownsend.com,
rbricker@kilpatricktownsend.com

Attorneys for Plaintiff
LEVI STRAUSS & CO.
UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISRICT OF CALIFORNIA

LEVI STRAUSS & CO., Case No.
Plaintiff, COMPLAINT FOR TRADEMARK
INFRINGEMENT, UNFAIR
V. COMPETITION AND DILUTION

(INJUNCTIVE RELIEF SOUGHT)
509, INC.,
JURY TRIAL DEMAND
Defendant.

Plaintiff Levi Strauss & Co. (“Levi Stess”) complains against defendant 509, Inc.
(“Defendant”)as follows:

JURISDICTION, VENUE AND IN TRA-DISTRICT ASSIGNMENT

1. Plaintiff’s first, second rad third claims arise under the Trademark Act of 1946 (the
Lanham Act), as amended by the Federal Tradkmilution Act of 1995 (15 U.S.C. 88 1051, et
seq.). This Court has jurisdiction over sutdams pursuant to 28 B8.C. 88 1338(a) and 1338(b)
(trademark and unfair competition), 28 U.S§C1331 (federal question) and 15 U.S.C. § 1121
(Lanham Act). This Court has supplementalgdiction over the remaining state law claims under 2
U.S.C. § 1367.

2. Venue is proper in this Court under 28LC. § 1391(b) because Defendant transacts

affairs in this district and because a substantialgfdtie events giving rise to the claims asserted

COMPLAINT -1- Levi Strauss & Co. v. 509, Inc.
CaseNo.

8
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arose in this district.

3. Intra-district assignment to any divisiontbe Northern District is proper under Local

Rule 3-2(c) and the Assignmelan of this Court as dintellectual Property Action.”
PARTIES

4. Levi Strauss is a Delaware corporationiethhas its principal place of business at
Levi’'s Plaza, 1155 Battery Street, San Franci€adifornia 94111. Operating since approximately
the 1850's, Levi Strauss is onetbe oldest and best known appa@mpanies in the world. It
manufactures, markets and sells a variety of @ghpiacluding its traditional denim blue jean
products.

5. Levi Strauss is informed and believes thetendant 509, Inc. is@rporation with its
principal place of business at 10424 W. Aero Rkhif G, Spokane, Washington 99224. Levi Strauss
is informed and believes that Defendant manufastudistributes and/@ells clothing which is
offered for sale or sold in this judicial distridtevi Strauss is further informed and believes that
Defendant has authorized, diredt and/or actively participatea the wrongful conduct alleged
herein.

FACTS AND ALLEGATIONS COMMON TO ALL CLAIMS

Levi Strauss’s Use Of Its Trademarks

6. Levi Strauss marks its LEVI'S® brand prodsievith a set of trademarks that are
famous around the world. For many years prigh&events giving rise to this Complaint and
continuing to the present, Levi Strauss annuadly spent great amounts of time, money, and effort
advertising and promoting the products on whiclrgdemarks are used and has sold many millions
of these products all over tisorld, including throughout the UndeStates and in California.
Through this investment and large sales, L%tvauss has created considerable goodwill and a
reputation for quality products. LeS8trauss continuously has used eh#ademarks to distinguish its
products.

7. Most of Levi Strauss’s trademarks are fiedly registered; all are in full force and

effect, and exclusively owned by Levi Strauss. Levi Strauss continuously has used each of its

trademarks, from the registration date or earliatil the present and during all time periods relevant

COMPLAINT -2- Levi Strauss & Co. v. 509, Inc.
CaseNo.
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to Levi Strauss’s claims.
8. Levi Strauss’s trademarks are famound acognized aroundelworld and throughout
the United States by consumers as signgihigh quality LEVI'S® products.

Levi Strauss’s 500 Series Trademarks

9. Levi Strauss is the owner of the distive trademarks 501®, 505®, 517®, and 569®,
among other marks that consistlofee digits startingvith a “5” (collectively the “500 Series
trademarks”). Levi Strauss has used the 500 Series trademarks continuoeshs ®ady as the first
use dates listed below in inteate commerce on jeans and othetlihg, and has used the 501® mar
on T-shirts since at least as early as 1984. Buyeiof Levi Strauss’s use and promotion of the 500
Series trademarks together, théblic recognizes Levi Strausstag source of all apparel products
falling within any 500 series. Examples of L&trauss’s use of the 500 Series trademarks on
LEVI'S® jeans and T-shirts aretathed as Exhibit A.

10.  Levi Strauss owns, amonghatrs, the following United Stas registrations for its 500

Series trademarks, attached as Exhibit B:

a. Registration No. 1,552,985 (first useceady as December 31, 1969; registered

August 22, 1989) (501®);

b. Registration No. 1,313,554 (first usseslearly as June 27, 1983; registered
January 8, 1985) (505®);

C. Registration No. 1,319,462 (first useslearly as June 27, 1983; registered
February 12, 1985) (517®);

d. Registration No. 2,503,976 (first useslearly as May 1, 1998; registered
November 6, 2001) (569®).
These registrations have become incontestabter the provisions of 15 U.S.C. § 1065.

Defendant’s Infringement of Levi Strauss’s 500 Series Trademarks

11. Levi Strauss is informed and believes thafendant has in the giaand continues to
manufacture, source, market and/or sell garmgistdaying the designation 509, which is confusing|
similar to Levi Strauss’s 500 Serieademarks, as shown in Exhibit C.

12. Defendant has filed United States TradeknApplication Serial No. 85/890,960 with

COMPLAINT -3- Levi Strauss & Co. v. 509, Inc.
CaseNo.

<K
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the PTO, seeking to register 509 for use on clothing.

13.  Levi Strauss is informed and beliewbat Defendant has manufactured, marketed,
distributed, and/or sold subatal quantities of products baag the designation 509, and has
obtained and continues to obtaimbstantial profits thereby.

14. Defendant’s actions have caused and will cause Levi Strauss irreparable harm for
which money damages and other remedies areguade. Unless Defendant is restrained by this
Court, Defendant will continue and/or expanditlegal activities alleged in this Complaint and
otherwise continue to aae great and irreparable damage apdyrto Levi Strauss by, among other
things:

a. Depriving Levi Strauss of its staduy rights to use and control use of its
trademarks;

b. Creating a likelihood of confusiomistake and deception among consumers
and the trade as to the soeiof the infringing products;

C. Causing the public falsely to assoeiaevi Strauss with Defendant or vice
versa;

d. Causing incalculable and irreparable damage to Levi Strauss’s goodwill ang
diluting the capacity of its trademartadifferentiate LEVI'S® products from
others; and

e. Causing Levi Strauss to losaes of its genuine clothing products.

15.  Accordingly, in addition t@ther relief sought, Levi Strasiss entitled to preliminary
and permanent injunctive relief against Defendamtt all persons acting in concert with him.

FIRST CLAIM
FEDERAL TRADEMARK INFRINGEMENT
(15 U.S.C. 88 1114-1117; Lanham Act § 32)

16.  Levi Strauss realleges and incorporatesdigrence each of the allegations contained
in paragraphs 1 through 15 of this Complaint.

17.  Without Levi Strauss’s consent, Defendhat used, in connection with the sale,
offering for sale, distribution aadvertising of Defendant’s goodsmark that infringes upon Levi

COMPLAINT -4 - Levi Strauss & Co. v. 509, Inc.
CaseNo.
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Strauss’s registered 5@eries trademarks.

18.  These acts of trademark infringement hbeen committed with the intent to cause
confusion, mistake, or deception, and are in violation of 15 U.S.C. § 1114.

19. As adirect and proximate result of Defentlainfringing activities, Levi Strauss has
suffered substantial damage.

20. Defendant’s infringement of Levi Straussrademarks as alleged herein is an
exceptional case and was intentiomaltitling Levi Strauss to treble its actual damages and to an

award of attorneys’ fees under 15 U.S.C. 8§ 1117(a) and 1117(b).

SECOND CLAIM

FEDERAL UNFAIR COMPETITION
(False Designation of Origin and False Description)
(15 U.S.C. § 1125(a); Lanham Act § 43(a))

21. Levi Strauss realleges and incorporatesdfgrence each of the allegations contained

in paragraphs 1 through 20 of this Complaint.

22. Defendant’s conduct constitutes the use of symbols or devices tending falsely to
describe the infringing products, within the meanof 15 U.S.C. 8§ 1125(a)(1). Defendant’s conduc
is likely to cause confusion, mistake, or decephigror in the public as tthe affiliation, connection,
association, origin, sponsorshipapproval of the infringing products the detriment of Levi Strauss
and in violation of 15 U.S.C. § 1125(a)(1).

23. As adirect and proximate result of Defentisinfringing activities, Levi Strauss has
suffered substantial damage.

THIRD CLAIM

FEDERAL DILUTION OF FAMOUS MARKS
(Federal Trademark Dilution Act of 1995)
(15 U.S.C. § 1125(c); Lanham Act § 43(c))

24.  Levi Strauss realleges and incorporatesdfgrence each of the allegations contained
in paragraphs 1 through 23 of this Complaint.

25.  Levi Strauss’s 500 Series trademarks ar@mdisve and famous ithin the meaning of
the Federal Trademark Dilution Act of 1995, 15 €. 1125(c), as amendleand became famous
prior to Defendant’s use of 509.

COMPLAINT -5- Levi Strauss & Co. v. 509, Inc.
CaseNo.

[
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26. Defendant’s activities as afjed herein have diluted are likely to dilute the
distinctive quality of Levi Strawsss trademarks in violation of ¢hFederal Trademark Dilution Act of
1995, 15 U.S.C. § 1125(c).

27.  Levi Strauss is entitled to injunctivelief pursuant to 15 U.S.C. § 1125(c).

28.  Because Defendant willfully intended to trade on Levi Strauss’s reputation or to ca
dilution of Levi Strauss’s famous trademarks, L8trauss is entitled to damages, extraordinary
damages, fees and costs purstari5 U.S.C. § 1125(c)(2).

FOURTH CLAIM

CALIFORNIA DILUTION OF FAMOUS MARKS
(Cal. Bus. & Prof. Code §8 14245, 14247, 14250)

29. Levi Strauss realleges and incorporatesdfgrence each of the allegations contained
in paragraphs 1 through 28 of this Complaint.

30. Levi Strauss’s 500 Series trademarks arédisve and famous ithin the meaning of
the California dilution statute, California Business & Professions Code § 14247.

31. Defendant’s acts have diluted are likely to dilute Lei Strauss’s trademarks in
violation of California Busiess & Professions Code § 14247.

32. Defendant willfully intended to cause dilution of Levi Strauss’s trademarks.

33.  Pursuant to California Business & Ree$Sions Code 88 14247 and 14250, Levi Strau
is entitled to injunctive relief and damages in @éneount of three times Defendant’s profits and three
times all damages suffered by Levi Straussdason of Defendant’s wrongful manufacture, use,
display or sale of goodsearing the designation 509.

FIFTH CLAIM

CALIFORNIA COMMON LAW
TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION

34. Levi Strauss realleges and incorporatesdbgrence each of the allegations contained
in paragraphs 1 through 33 of this Complaint.

35. Defendant has sold, offered for sale, andk®ted goods bearing a confusingly similar
imitation of Levi Strauss’s 500 Series trademarkgtie purposes of passing off its goods as those ¢

Levi Strauss and trading upondaappropriating Levi Straussstablished goodwill and well-known

COMPLAINT -6 - Levi Strauss & Co. v. 509, Inc.
CaseNo.

use
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marks.

36. Defendant’s acts constitute commow laademark infringement and unfair
competition, and have created and will continueréate a likelihood of consion to the irreparable
injury of Levi Strauss unless restrad by this Court. Levi Stras has no adequate remedy at law fo
this injury.

37. Defendant acted with full knowledge of\lieéStrauss’s use of, and statutory and
common law rights to, its 500 Serigademarks and without regardttee likelihood of confusion of
the public createfly its activities.

38. Defendant’s activities as alleged herdamonstrate an intentional, willful, and
malicious intent to appropriate and trade uporgth@dwill associated with Levi Strauss’s 500 Series

trademarks, to the great and irregdae injury of Levi Strauss.

39. As aresult of Defendant’s activities, Lesirauss has been damaged in an amount not

as yet determined or ascertainable. At a minimwewj Strauss is entitled to injunctive relief, an
accounting of Defendantjzrofits, and damages.

SIXTH CLAIM

CALIFORNIA STATUTORY UNFAIR COMPETITION
(Cal. Bus. & Prof. Code § 17200)

40. Levi Strauss realleges and incorporatesdigrence each of the allegations contained
in paragraphs 1 through 39 of this Complaint.

41. Defendant’s use and registration of 5@@stitutes “unlawful, unfair or fraudulent
business act[s] or practice[s] and unfair, deseptintrue or misleadinglaertising” within the
meaning of California BusinegsProfessions Code § 17200.

42.  As a consequence of Defendant’s actions, IStkauss is entitled to injunctive relief
and an order that Defendant disgorge all profitthenmanufacture, use, display or sale of infringing
and diluting goods.

PRAYER FOR JUDGMENT

WHEREFORE, Levi Strauss prays thast@ourt grant it the following relief:

43.  Adjudge that Levi Strauss’s trademarks hbeen infringed by Cfendant in violation

of Levi Strauss’s rights under common law,l1%.C. § 1114, and/or California law;

COMPLAINT -7 - Levi Strauss & Co. v. 509, Inc.
CaseNo.

-
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44,  Adjudge that Defendant hasrapeted unfairly with Levi Strauss in violation of Levi
Strauss’s rights under common law, 15 U.§@125(a), and/or difornia law;

45.  Adjudge that Defendant’s activities are likédy or have, diluted Levi Strauss’s famou

U)

trademarks in violation of Levi Strauss’s rightnder common law, 15 U.S.C. 8§ 1125(c), and/or
California law;

46.  Adjudge that Defendant and each of hisratg, employees, attorneys, successors,
assigns, affiliates, and joint venéus and any person(s) in active cert or participgaon with any of
them, and/or any person(s) acting for, with, thyough or under any of them, be enjoined and
restrained at first during ¢hpendency of this action and thereafter permanently from:

a. Manufacturing, producing, sourcing,aarting, selling, offering for sale,
distributing, advertising, or prortiag any goods that display any words or symbols that so resemble
Levi Strauss’s trademarks as to be likely to caussdusion, mistake or deception, on or in connectign
with any product that is not authorized by orlfewvi Strauss, including ithout limitation any product
that bears thdesignation 509 or any other similar approation of Levi Strauss’s trademarks;

b. Using any word, term, name, symbolide or combination thereof that causes
or is likely to cause confusion, mistake or decepéisto the affiliation orssociation of Defendant or
his goods with Levi Strauss or as to the origiifibefendant’s goods, or any false designation of
origin, false or misleading desption or representation of fact;

C. Further infringing the rights of Levirauss in and to any d@k trademarks in its
LEVI'S® brand products or otherwise damaging/L8trauss’s goodwill obusiness reputation;

d. Otherwise competing unfairlyitly Levi Strauss in any manner; and

e. Continuing to perform in any maer whatsoever any of the other acts
complained of in this Complaint;

47.  Adjudge that Defendant beqeired immediately to supply keStrauss’s counsel with
a complete list of individuals and entities frorham or which he purchased, and to whom or which

he sold, offered for sale, distrileat, advertised or promoted, imfging products as alleged in this

Complaint;
48.  Adjudge that Defendant begeired immediately to deliveao Levi Strauss’s counsel
COMPLAINT -8- Levi Strauss & Co. v. 509, Inc.

CaseNo.
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his entire inventory of infringig products, packaging, labeling, adising and promotional material
and all plates, patterns, molds, matrices and othesrirabfor producing or printing such items, that is
in Defendant’s possession or sulbjchis control and that infringeLevi Strauss’s trademarks as
alleged in this Complaint;

49.  Adjudge that Defendant, within thirty3@) days after service of the judgment
demanded herein, be required to file with fBeurt and serve upon Levir&uss’s counsel a written
report under oath setting forth in detail the mannavhich he has complied with the judgment;

50. Adjudge that Levi Strauss recover from Dedant its damages and lost profits in an
amount to be proven at trial;

51. Adjudge that Defendant be required to accdanany profits thaare attributable to
his illegal acts, and thakevi Strauss be awardedetigreater of (1) three times Defendant’s profits or
(2) three times any damages sustained by S&auss, under 15 U.S.C. § 1117, plus prejudgment
interest;

52.  Order an accounting of and impose a consiradrust on all of DEndant’s funds and
assets that arise out of Defentla infringing activities;

53. Direct the PTO to refuse registrationdaited States Trademark Application Serial
Number 85/890,960;

54.  Adjudge that Levi Strauss be awardedcibsts and disbursements incurred in
connection with this action, inclualy Levi Strauss’s reasonable attorneys’ feebsiavestigative

expenses; and

55.  Adjudge that all such other relief be awarded.evi Strauss as this Court deems just
and proper.
DATED: December 6, 2013 Respectfully submitted,
KILPATRICK TOWNSEND AND STOCKTON LLP
By: /s/ Ryan Bricker
Ryan Bricker
Attorneys for Plaintiff
LEVI STRAUSS & CO.
COMPLAINT -9- Levi Strauss & Co. v. 509, Inc.

CaseNo.
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. DEMAND FOR JURY TRIAL

Levi Strauss demands that this action be tried to a jury.

DATED: December 6, 2013 Respectfully submitted,
KILPATRICK TOWNSEND AND STOCKTON LLP

By: /s/ Ryan Bricker
Ryan Bricker

Attorneys for Plaintiff
LEVI STRAUSS & CO.

65878709V.1

COMPLAINT -10 - Levi Strauss & Co. v. 509, Inc.
CaseNo.
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KILPATRICK TOWNSEND & STOCKTON LLP
GREGORY S. GILCHRIST (Bar # 111536)

GIA L. CINCONE (Bar # 141668)
RYAN BRICKER (Bar # 269100)
Two Embarcadero Center, 8th Floor
San Francisco, California 94111
Telephone: (415) 576-0200
Facsimile: (415) 576-0300

Email: ggilchrist@kilpatricktownsend.com, gcincone@Zkilpatricktownsend.com,

rbricker@kilpatricktownsend.com

Attorneys for Plaintiff
LEVI STRAUSS & CO.

UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISRICT OF CALIFORNIA

LEVI STRAUSS & CO.,

Case No.

ENTITIES OR PERSONS

Pursuant to Civil L.R. 3-16, the undersigned cedithat as of this date, other than the name

Plaintiff,
V.
509, INC.,
Defendant.
parties, there is no such interest to report.

DATED: December 6, 2013

By:

CERTIFICATION OF INTEREST ENTITIES

Respectfully submitted,

KILPATRICK TOWNSEND & STOCKTON LLP

/s/ Ryan Bricker

CERTIFICATION OF INTERESTED

Ryan Bricker

Attorneys for Plaintiff
LEVI STRAUSS & CO.

Levi Strauss & Co. v. 509, Inc.

CaseNo.
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Exhibit A-3
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Exhibit A-4
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Exhibit A-5
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Exhibit A-6
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Exhibit A-7
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Exhibit A-12
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Exhibit A-13
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